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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/22/2006 has been entered. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Election/Restrictions 

Claims 1-4 and 8-33 are pending. Claims 10-22, and 24, and 26-30 remain 
withdrawn from further consideration for reason of record. Claims 1-4, 8, 9, 23, 25, and 
31-33 are examined on merits. 

Allowable Subject Matter 

The indicated allowability of claims 1-4, 9, 23, 25, 31-33 is withdrawn in view of the 
following new rejection. 

Claim Rejections - 35 USC §112 

Claim 8 remains rejected, and claims 1-4, 8, 23, 25, and 31-33 are newly 
rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant 
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art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. This rejection has two parts. 

First is new matter rejection for the newly added limitation "effects... apoptosis" in 
claim 8. The limitation "effects" implies both promoting and inhibiting apoptosis. The 
specification as originally filed discloses the newly disclosed protein "leads" to caspase 
activation and morphological apoptosis. Amending "effects" to "leads" would obviate 
this part of rejection. 

' Second, claims 1-4, 23, 25, and 31-33 are construed with the open transitional 
phrase "comprising" a portion of at least 10-75 contiguous amino acid of SEQ ID NO: 2. 
In other words the claimed invention is drawn to a genus of proteins comprising any at 
least 10-75 contiguous amino acid of SEQ ID NO: 2. 

The applicable standard for the written description requirement can be found: 
MPEP 2163; University of California v. Eli Lilly, 43 USPQ2d 1398 at 1407; PTO Written 
Description Guidelines; Enzo Biochem Inc. v. Gen-Prove Inc., 63 USPQ2d 1609; Vas- 
Cath Inc. v. Mahurkar, 19USPQ2d 1 1 1 1 ; and University of Rochester v. G.D. Searle & 
Co., 69 USPQ2d 1886 (CA FC 2004). 

To provide adequate written description and evidence of possession of a claimed 
genus, the specification must provide sufficient distinguishing identifying characteristics 
of the genus. The factors to be considered include disclosure of complete or partial 
structure, physical and/or chemical properties, functional characteristics, 
structure/function correlation, methods of making the claimed product, or any 
combination thereof. In this case, the only factor present in the claim is a partial 
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structure, i.e. any 10-75 contiguous amino acid of SEQ ID NO: 2. There is not even 
identification of any function associated with the partial structure. Accordingly, in the 
absence of sufficient recitation of distinguishing identifying characteristics, the 
specification does not provide adequate written description of the claimed genus. 

Vas-Cath Inc. v. Mahurkar, 19USPQ2d 1111, clearly states "applicant must 
convey with reasonable clarity to those skilled in the art that, as of the filing date sought, 
he or she was in possession of the invention. The invention is, for purposes of the 
'written description' inquiry, whatever is now claimed." (See page 1117.) The 
specification does not "clearly allow persons of ordinary skill in the art to recognize that 
[he or she] invented what is claimed." (See Vas-Cath at page 1116). 

The present claims encompass proteins from full-length genes and cDNAs (such 
as differently spliced isoforms of said full-length gene) or species homologs that are not 
further described. There is substantial variability among the species of DNA s 
encompassed within the scope of the claims, because any 10-75 contiguous amino acid 
of SEQ ID NO: 2 is only a fragment of any full-length gene(s) or cDNA species. They 
are structurally unrelated. A description of a genus of cDNA may be achieved by 
means of a recitation of a representative number of cDNAs, defined by nucleotide 
sequences, falling within the scope of the genus or of a recitation of structural features 
common to the members of the genus, which features constitute a substantial portion of 
the genus. 

Conclusion 

Claim 9 is objected because the claim depends on the rejected base claims. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MISOOK YU, Ph.D. whose telephone number is 571- 
272-0839. The examiner can normally be reached on 8 A.M. to 5:30 P.M., every other 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Siew can be reached on 571-272-0787. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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